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Status 

1)13 Responsive to communication(s) filed on 13 December 20nn . 
2a)n This action is FINAL. 2b)n This actionis non-final 

4) S Claim(s) P26 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) n Claim(s) is/are allowed. 

6) n Claim(s) is/are rejected. 

7) n Claim(s) is/are objected to. 

8) 13 Claim(s) MS are subject to restriction and/or election requirement 
Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: a)n accepted or b)^ objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 85(a) 
1 DU The proposed drawing correction filed on is: a)^ approved b)^ disapproved by the Examiner. 

If approved, corrected drawings are required in reply to this Office action. 

12) n The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§119 and 120 

1 3) 0 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 1 9(a)-(d) or (f) 

a)nAII b)n Some* 0)0 None of: 

1 •□ Certified copies of the priority documents have been received. 

2.n Certified copies of the priority documents have been received in Application No. . 

30 Copies of the certified copies of the priority documents have been received in this National Staae 
application from the International Bureau (PCT Rule 17 2(a)) ^"'^ ^^^9^ 

See the attached detailed Office action for a list of the certified copies not received 

14) 0 Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 
i<;^n1 7 "^^f foreign language provisional application has been received 

1 5) U Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 
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2) □ Notice Of Draftsperson's Patent Drav^ing Review (PTO-948) 5 H '"'^'^^f ""^-"^ (^^0-413) Paper No(s). 

3) 0 inforrnatlon Disclosure Statement(s)(P?0-14;9) Paper N^^^^ . ^^^^ '^^^^^ 
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DETAILED ACTION 
ElQction/Restrictions 

1 . Restriction to one of the following inventions is required under 35 U.S.C. 121 : 
I- Claims 1-16, drawn to a method of making a microcoil, classified in class 
29, subclass 606. 

II. Claims 1 7-24, drawn to a winding structure and winding material, 
classified in class 336, subclass 200. 

III. Claims 25 and 26, drawn to a magnetic resonance imaging device, 
classified in class 600, subclass 422. 

The inventions are distinct, each from the other because of the following reasons: 
2. Inventions I and 11 are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) ' 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f),. ,n the instant case, it is unnecessary to wrap a fflm of insulating 
material around a conductive material to fon. a microcoil. The microcoil can be made 
by inserting a conductive wire through a pre-fabricated insulator 

3. inventions , and III are related as combination and subcombination. Inventions in ' 
this relationship are distinct if it can be shown that (1, the combination as daimed does 
not require the particulars of the subcombination as daimed for patentability, and (2) 
that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(0). in the instant case, the combination as daimed does not require the 
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particulars of the subcombination as claimed because it is not necessary to know the 
specifics how to make a microcoil in order to construct an MRI catheter. The 
subcombination has separate utility such as making a microcoil for industrial uses, such 
as underground oil detectors. 

4. Inventions H and III are related as combination and subcombination. Inventions 
in this relationship are distinct if it can be shown that (1 ) the combination as claimed 
does not require the particulars of the subcombination as claimed for patentability, and 
(2) that the subcombination has utility by itself or in other combinations (MPEP § 
806.05(c)). In the instant case, the combination as claimed does not require the 
particulars of the subcombination as claimed because one does not need to know the 
particular structures of the microcoil in order to use the MR catheter. Also, The 
subcombination has separate utility such as to detect possible oil deposits underground. 
5. A telephone call was made to David Peterson on December 3, 2002 to request 
an oral election to the above restriction requirement, but did not result in an election 
being made. 

Applicant is advised that the reply to this requirement to be complete must 
ihdude an election of the invenfion to be examined even though the requirement be 
traversed (37 CFR 1.143). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeoyuh Lin whose telephone number is (703) 306-5990. 
The examiner can normally be reached on m-f, 8:30-6:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marvin Lateef can be reached on (703) 30M266. The fax phone numbers 
for the organization where this application or proceeding is assigned are (703) 308-0758 
for regular communications and (703) 308-0758 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703, 308- 
0858. 



JYL 

December 9, 2002 

Marvin M. Lateef 
Supervisory Patent Examiner 
Group 3700 


